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DETAILED ACTION 

• This office action is responsive to the following communication: Amendment filed on 
09/25/2006. 

• New Claim 33 have been entered and made of record. Claims 1-33 are pending in the 
application. 

Response to Arguments 

1 . Applicant's arguments filed 09/25/2006 have been fully considered but they are not 
persuasive. Regarding Claim 1, the applicant argues that the cited references, Simpson et al. (US 
Pub. 2003/001 1801 Al) and Yu (US Patent 6,707,568 Bl), fail to teach or suggest all of the 
claimed limitations to establish a prima facie case of obviousness. The examiner disagrees for 
the following reasons. Simpson teaches the use of print options in accordance to the 
characteristics of the print request (see paragraph [0007]) and using the print options to transform 
the printable documents in accordance to the print request (see paragraph [0021]). Simpson 
further teaches the using the print options to modify the printable contents (see paragraphs 
[00026-0027]). Yu teaches retrieving user-specified print option parameters and transforming the 
printable contents in accordance to the user-specified print options (see Fig.4B (S94), Col.2, Line 
18-24 and Col.4, Line 45-58). Yu further teaches the use of unique user-specified formatting on 
the print data as print options (see Col.l, Line 20-22 and Col.l, Line 30-38). Therefore, both 
cited references suggest all of the claimed limitations, and are combinable because they teach the 
use of print options for printing printable contents in a user-specified manner. 
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2. The applicant also argues that Yu does not teach or suggest "removing a portion of the 
printable content in order to avoid printing the removed printable content on the printed output", 
as claimed in the amended Claim 1. The examiner disagrees for the following reasons. Yu 
teaches the use of unique user-specified formatting as print options to print the printable contents 
into a specific format (see Col.l, Line 20-22 and Col.l, Line 30-38). It would have been obvious 
for one skilled in the art to apply to the formatting a means for removing unwanted printable 
contents from the print data. The motivation would be to achieve a specific formatting for the 
print data to be printed. 

3. The applicant further argues that Simpson fails to disclose applying print options without 
regard to the transformation of printable contents. With further review of the reference, the 
examiner has found that Simpson discloses the use of print options in accordance to the 
characteristics of the print request (see paragraph [0007]) and using the print options to transform 
the printable documents in accordance to the print request (see paragraph [0021]). Simpson 
further discloses the using the print options to modify the printable contents (see paragraphs 
[00026-0027]). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claim 1-10 are rejected under 35 LLS.C. 103(a) as being unpatentable over Simpson et al. 
(US Pub. 2003/001 1801 Al) in view of Yu (US Patent 6,707,568 Bl). 

6. Regarding Claim 1, Simpson discloses a method for controlling printable content from 
textual and graphical sources (see Fig.9, paragraph [0005] and paragraph [0007]), comprising: 
monitoring for a print request (see Fig.9 (502) and paragraph [0068]); matching a print file with 
stored identification data (see paragraph [0020] and paragraph [0065]); and transforming the 
printable content in the print file in accordance with the stored print options (see paragraph 
[0021], paragraph [0039] and paragraphs [00026-0027]). Simpson, however, fails to disclose 
intercepting the print file generated by the driver from the print request. Yu, however, discloses 
intercepting the print file generated by the print driver and transforming the print file in 
accordance to with the stored print options (see Fig.3A, Fig.4B and Col. 3, Line 46-52), whereby 
the transformed print file produces a printed output different from a printed output that would 
have been produced by the print file generated by the print driver (see Fig.3A and Col.3, Line 
46-52). Yu further teaches the use of unique user-specified formatting as print options to print 
the printable contents into a specific format (see Col.l, Line 20-22 and Col.l, Line 30-38). It 
would have been obvious for one skilled in the art to apply to the formatting a means for 
removing unwanted printable contents from the print data. 

7. Simpson and Yu are combinable because they are from the same field of invention, 
namely print option configuration methods. At the time of the invention, it . would have been 
obvious for one skilled in the art to include to a print option configuration method a means for 
intercepting the print file generated by the driver and transforming the print file in accordance to 
a stored print option data. The motivation would be to eliminate the need to install a new print 
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driver in cases where the current driver does not support the printing options specified by the 
user or an application. The installation of a new print driver would cause valuable time, energy 
and money to be consumed. It is further obvious for one skilled in the art to apply to the 
formatting a means for removing unwanted printable contents from the print data. The 
motivation would be to achieve a specific formatting for the print data to be printed. 

8. Regarding Claims2, Simpson further discloses that the configuration data file is 
configured to store the identification data and print options (see Fig.5 and Fig. 9 (510), the print 
monitoring module is configured for monitoring the print request (see Fig. 9 (502)), and 
transformation program module is configured for transforming the print file (see paragraph 
[002 1 ] and paragraph [0039]). 

9. Regarding Claim 3, Simpson further discloses identifying identification data in the print 
request and comparing the identification data in the print request to the stored identification data 
in a currently selected print configuration data file (see paragraph [0020] and paragraph [0065]). 

10. Regarding Claim 4, Simpson further discloses printing the transformed print file to an 
output device (Fig.2 (174)). 

11. Regarding Claim 5, Simpson and Yu disclose the method of Claim 1 but fail to disclose 
selecting an output device from a group consisting of a printer, copier and scanner. At the time of 
the invention, it would have been obvious for one skilled in the art to use a multifunction 
peripheral device that has a printing, copying and scanning function. The motivation would be to 
provide multiple options for producing the final print products. 

12. Regarding Claim 6, Simpson further discloses that the stored data and the print options 
are user configured (see Fig.5 and paragraph [0031]). 
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13. Regarding Claim 7, Simpson further discloses that prior to the monitoring step, receiving 
the identification data and the print options from a graphical user interface generated by a print 
option-formatting module (see Fig.5 and paragraph [0031]). 

14. Regarding Claim 8, Simpson further discloses selecting a current print configuration data 
file from a listing of at least one print configuration data file (see Fig. 10 (534,540) and paragraph 
[0070]). 

1 5. Regarding Claim 9, Yu further discloses that the print file is a spooled print file (see 
Fig.3A and Col.3, Line 46-52). At the time of the invention, it would have been obvious to have 
the print file as spooled file. The motivation would be to perform print data processing and 
transformation at the printing device. 

1 6. Regarding Claim 10, Yu further discloses that the print driver configures the print file 
prior to the transformation step (see Fig.3A and Col.3, Line 46-52). At the time of the invention, 
it would have been obvious to have the print driver configure the print file prior to the 
transformation step. The motivation would be to keep the print driver from being involved in the 
transformation process. This would eliminate the need for a new print driver to be installed. 

Allowable Subject Matter 

17. Claims 11-33 are allowed. 

1 8. The following is an examiner's statement of reasons for allowance: 

19. Regarding Claims 11 and 19, in the examiner's opinion, it would not have been obvious 
to have the inventions, as claimed, further include the features of "transforming the printable 
content in the print file in accordance to print options whereby the transformed print file 
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produces a printed output different from a printed output that would have been generated by the 
printer driver, and wherein the printable content that is transformed is selected from at least one 
of banners, advertisements, solid background, user highlighted content, and any combination 
thereof. The closes prior art, cited Simpson et al. (US Pub. 2003/001 1801 Al) and Yu (US 
Patent 6,707,568 Bl), only teach controlling printable content by monitoring for a print request 
matching a print file with stored identification data, intercepting the print file generated by the 
print driver and transforming the print file in accordance to with the stored print options, and 
transforming the print file in accordance with the stored print options. Neither Simpson nor Yu 
teach "transforming the printable content in the print file in accordance to print options whereby 
the transformed print file produces a printed output different from a printed output that would 
have been generated by the printer driver, and wherein the printable content that is transformed is 
selected from at least one of banners, advertisements, solid background, user highlighted content, 
and any combination thereof, as claimed in Claims 1 1 and 19. Therefore, because of these 
features, Claims 11 and 19, along with their dependent Claims 12-18 and 20-33, are rendered 
allowable. 

Conclusion 

20. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

21. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu B. Hang whose telephone number is (571) 272-0582. The 
examiner can normally be reached on Monday-Friday, 9:00am - 6:00pm. 

23. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571) 272-7406. The fax phone.number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

24. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Vu Hang 

Assistant Examiner 
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